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FOR: DURABLE PRINTED COMPOSITE MATERIALS AND ASSOCIATED 
METHODS 
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Commissioner For Patents 
PO Box 1450 

Alexandria. VA 22313-1450 
Dear Sir/Madam: 

Attached please find an Appeal Brief for Docket No. 10004809-1, Application No. 
10/783,610. 

Thank yog. We await your confirmation of receipt. 

Respectfully submitted, 




THORPE NORTH & WESTERN, LLP 
Customer No, 20,551 
Reg. No. 44266 



. The pages Utitf follow may contain sensitive, privileged or confidential info^ 

. • addressee named nbove. If you receive this message and are not the agent or employee of the addressee. 

if or received this communication in error you are asked not to MM -or 
:»". • copy any of the attached and are to notify the sender Immediately by telephone. Please also return the 

. •'■ oriqinal message to the sender by mall. Thank you. 
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, Commissioner For Patents 
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Transmitted herewith is the Appeal Brief In this application with respect to the Notice of Appeal filed on July 15,2008 , 



The fee for filing this Appeal Brief Is (37 CFR 1 .17(c)) $500.00. 

(complete (a) or (b) as applicable) 
Vhe proceedings heroin are for a patent application and the provisions of 37 CFR 1.136(a) apply. 

n<a) Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR 1.17(aMd)> for the total number of 
months checked below. 



a 1st Monlh 
$120 



r-i 2mi Monlh 
U $450 



I — I 3rd Month 
i- 1 $1020 



,— , 4lh Monlh 
!— 1 $1090 



. ' f J The extension fee has already been filed in this application. 

rxl(b) Applicant believes that no extension of time Is required. However, this conditional petition is being made to provide for 
! the possibility that applicant has inadvertently overlooked the need for a petition and fee for extension of time. 

Please charge to Deposit Account 03-2025 the sum of $ 50 0 . At any time during the pendency of this application. 

please charge any fees required or credit any over paymenTfo"' Deposit Account 08-2025 pursuant to 37 CFR 125. 
Additionally please charge any fees to Deposit Account OB-2025 under 37 CFR 1,16 through 1.21 inclusive, and any other 
sections in Title 37 of the Code of Federal Regulations that may regulate fees. 

[x] A duplicate copy Of this transmittal letter Is enclosed. 

["] I hereby certify that mis caarreapondfince Is being 
deposited with the United Slater* Pofcl&i Service os first 
clasu mail In an envelop*? addressed lo: 
'Commissioner for Patents, Alexandria, VA2?3'I>1400 

Dais of Cfcposit; 

OR 

• [Kj I hereby codify pi at this paper is being transmitted to 

• " iho Patent and Trademark Office facsimile number 

(571)273-B300. 

' Dotooffaesimilo: 06/04/200$ 
, ' Typed Noma: ? B rondo Wisornan \ 
t Signaiure:,,jSH^w^ fall 




Rebpo&fullyisubmitte, 
Vladek/wlnrchiki 

By__ 

Altornoy/Agent for Applicant(s) 
Reg NO, : 442CC 
Date : 00/04/2008 
Telephone : (001) 566-6633 
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Transmitted herewith is the Appeal Brief in this application with respect to the Notice of Appeal filed on July 15, 2008 



The fee for, filing this Appeal Brief is (37 CFR 1.17(c)) $500,00. 

(complete (a) or (b) as applicable) 
The proceedings herein are for a patent application and the provisions of 37 CFR 1.135(a) apply. 

□ (a) Applicant petitions for an extension of time under 37 CFR 1.136 (fees: 37 CFR 1.17(a)-(d)) for the total number of 
months chected below; 



□ is,t Month 
$120 



□ 



2nd Month 
$450 



□ 



3rd Month 
$1020 



□ 



4 th Month 
$1590 



' Q The extension fee has already bee-n filed in this application. 

Txlfb) Applicant believes that no extension of time is required. However, this conditional petition is being made to provide for 
. • the possibility that applicant has inadvertently overlooked the need for a petition and fee for extension of time. 

. Fieaso charge to Deposit Account 08-2025 the sum of $ 500 . At any time during the pendency or this application, 

'please charge any fees required or credit any over payment to~DeposH Account 08-2025 pursuant lo 37 CFR 1.25. 
Additionally please cnarye any fees to Deposit Account 08-2025 under 37 CFR 1-16 through 1.21 inclusive, and any other 

• factions In Title 37 of the Code of Federal Regulations that may regulate fees. 



IS] 4 duplicate copy of this transmittal letter is enclosed. 

[7] I 'heioby certify thai this correspondence h being 
dcjpo^led with the United Slatos Postal Service as first 
ci»*a mail in an envelope oddrcssad to: 
! Commissioner few pptyntft, Alexandria, VA 223131450 

Data of Deposit: 

OR 

[x] | hereby certify thai fnte paper is boing cransmifiod to 
the Patent and Trademark Office facsimile number 
<071)273'B300. 

; DMe of facsimile: 09/04/2008 

Typed Nome: _ Oronda Wideman * 

; Signature j£&Ml&U.. .diduAL&M** 



RespectfuH^subrnilt* 
Vladek/ay^rchik 




tilted/ 



Allomcy/Agent ror Applicant^) 
Rag No. : 44266 
Date : 09/04/2008 
Telephone : (fiOl) 866*6633 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



ART UNIT: 
EXAMINER: 
APPLICANT: 
SERIAL NO.: 
FJLED: 



1794 

Bclcihcni Sltewnrcged 
Vlodck Kaspcrchik 
10/783,610 
02/19/04 



CONFRM. NO.: 1622 

DOCK CT NO. : 1 0004S09- 1 

FOR: DURABLE PRINTED COMPOSITE 
MATERIALS AND ASSOCIATED 
METHODS 



CWriFICATR OV MAILING 
t)M>KU 37 C.F.R. § I A 

DATE OF Di: POS1 f: 09/04/2008 

1 hereby certify thut this paper or fee (along 
with any paper or too referred to us being 
attached or enclosed) is being facsimile 
transmitted 10 the USPTO or being, deposited 
with llie United States Postal Serviec as iirsl 
class mail with sufficienl postage on the dale 
indicated above and is addressed to: Mail Stop 
Amendment Commissioner for Patents I .O. 
Box 1450, Alexandria, VA 22313-J450. 

Brcnda Wiseman 



APPRL1 .ANTS' APPE AL BRIEF U NDB1RJ17^RR.A4JL37 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Mail Stop Appeal Brief-- Patents 



Sir: 



Appellants submit this Appeal Brief in connection with their appeal from the final 
rejection of the Patent Office, mailed March 18, 2008, in the above-identified application. 
A Notice of Appeal was filed on July 15, 2008. 



69/65/2068 VBUIll 66666686 16763616 
81 FC:1402 510.00 DA 
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The real parly in interest is Hewlett-Packard Development Company, LP, a limited 
partnership established under Ihc laws of the Slate of Texas and having a principal place of 
business at 20555 S.ll. 249 Houston, TX 77070, U.S.A. (hereinafter "HPDC"). HPDC is 
a Texas limited partnership and is a wholly-owned affiliate of Hewlett-Packard Company, 
a Delaware Corporation, headquartered in Palo Alto, CA. The general or managing partner 
of HPDC is HPQ Holdings, LLC. 
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Appellants and Appellants' legal representatives know of no other appeals or 
• interferences that will directly affect 'or be directly affected by or have a bearing on the 
Board's decision ititho pending appeal. 
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Of. STATUS OF CLAIMS 

. Claims 1-5,7-14 and 36-49 arc presently pending. Claim 6 has been canceled. 
Claims 15-35 have been withdrawn From consideration as being drawn to a non-cleeted 
invention. The claims on appeal in this application are claims 1-5, 7-14 and 36-49. 



'■■■J 
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No aincndmonls to pending claims 1-5, 7-14 and 36-49 have been made since the 
office action mailed on March 18, 2008, which was the final rejection of the pending 
claims. 



'". i ■ 
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The present invention provides a durable printed composite material (page 2, lines 
, . 6^7; page 5, line 14), comprising: 
• . a printable layer having a viewing surface and a printed surface (page 5, lines 14- 

19), wherein an imago is printed on the printed surface (page 6, lines 19-21), said printable 
layer comprising a transparent or translucent material (page 5, lines 15-16), said printable 
layer including an ink-receiving layer (page 5, line 30); 

a metallic layer having an inner surface and an outer surface (page 2, lines 25-27), 
said inner surface of said metallic layer providing a reflective sheen background (page 7, 
lines 7-10), said reflective sheen background being visible through at least a portion of said 
printable layer (page 2, lines 10-1 1; page 20, lines 12-I3);and 

an adhesive layer adhered between the inner surface and the printed surface such 
. that at least a portion of said metallic layer is visible through the printable layer (page 2, 
• line? 8-11) 

wherein at least one of the layers includes an additive configured for one of light 
[stabilization, liquid resistance, or vapor resistance (page 8, lines 15-18). 

Additionally, the present invention provides a durable printed flexible composite 
\ ■ • material (pag^ 2, lines 6-1; page 5, line 14; page 12, lines 1-2), comprising: 

n printable layer having a viewing surface and a printed surface (page 5, lines 14- 
19), wherein an image is printed on the printed surface (page 6, lines 19-21), said printable 
'/ ■ : layer comprising a transparent or translucent material (pags 5, lines 15-16); 

a metallic foil layer having an inner surface and an outer surface (page 2, lines 25- 
27; page 7, lines 20-21 ) ? said inner surface of said metallic foil layer providing a reflective 
' : sheen background (page 7, lines 7-10), said reflective sheen background being visible 

through al least a portion of said printable layer (page 2, lines 10-11; page 20 7 lines 12-13); 
an adhesive layer adhered between the inner surface and the printed surface (page 
/ ' 1 . 2, lines 8-11; page 9, lines 7-8); and 

: ' ' u protective layer adhered to the outer surface of the metallic layer (page 7, lines 

t 23-25); 
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wherein the durable printed composite material has a thickness of from about 50 
" (i'm to about 250 nm (page 12, linos 3 -5). 

Further, the present invention provides a durable printed composite material (page 
2, lines 6^7; page 5, lino 14), comprising; 

a printable layer having a viewing surface and a printed surface (page 5, lines 14- 
1 9), wherein an image is printed on the printed surface (page 2, lines 6-8; page 6, lines 19- 
21), said printable layer comprising a transparent or translucent material (page 5, lines 15- 
16); 

p metallic layer having an inner surface and an outer surface (page 2, lines 25-27), 
. said inner surface of said metallic layer providing a reflective sheen background (page 7, 
• lines 7-1 0), said reflective sheen background being visibte through at least a portion of said 
' ; printabte layer (page 2, lines 1 0-1 1 ; page 20, lines 1 2-1 3), and said metallic layer being 
* , [ image-free (pftge 7 3 lines 1-20; FIGs, 1-2); and 

an adhesive Jayur adhered between the inner surface and the printed surface such 
. that ut least a portion of said metal lie layer is visible through the printable layer (page 2, 
; lines 801 and 19-21; page 9 Jines 7-8), 
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... YJ,J3I^ 

The issues presented Tor review arc (1) whether claims 1-5, 7-13 arid 49 are 
: > ; unpatentable under 35 U.S.O. 1 03(a) as being obvious over U.S. Patent No. 6,849,149 B2 
to Oliiki et ol. (hereinafter "Olaki") in view of U.S. Patent No. 4,893,887 to Coatcs 
(hereinafter *'Coales"); (2) whether claim 14 is unpatentable under 35 U.S.C. 103(a) as 
being obvious over Otnki in view of Coales; and (3) whether claims 36-48 arc unpatentable 
. ' ■ under 35 U.S.C. 103(a) a?? being obvious over Olaki in view of Coatcs. 
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Aj ApiylUiuts' i n ycnlioji 

' , Appellants claimed invention is outlined in independent claims 1, 14 and 36, which 

respectively read as follows: 

"[a] durable printed composite material, comprising: » 

a) a printable layer having a viewing surface and a printed surface, wherein an 
image is printed on the printed surface, said printable layer comprising a transparent or 
translucent material, said printable layer including an ink-receiving layer; 

b) a metallic layer having an inner surface and an outer surface, said inner surface 
of said metallic layer providing a reflective sheen background, said reflective sheen 
background being visible through at least a portion of said printable layer; and 

: c) an adhesive layer adhered between the inner surface and the printed surface 

; ' !, sucii that at lenat a portion of said metallic layer is visible through the printable layer 
, ' ; wherein at least one of the layers includes an additive configured for one of light 

' 1 stabilisation, liquid resistance, or vapor resistance" and 

* ' ' "'[a] durable printed flexible composite material, comprising; 

a) a printable* layer having a viewing surface and a printed surface, wherein an 

. • innate is printed on the printed surface, said printable layer comprising a transparent or 
translucent material; 

b) a metallic foil layer having an inner surface and an outer surface, said inner 
surface of said metallic foil layer providing a reflective sheen background, said reflective 

: rflCOil background being visible through at least a portion of said printable layer; 

c) an adhesive layer adhered between the inner surface and the printed surface; 

and 

d) a protective layer adhered to the outer surface of the metallic layer; 

], , wherein the durable printed composite material has a thickness of from about SO 

; tt ' \m to about 250 fun M and 

' l< (a) durable printed composite material, comprising: 
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: ; ' ; ;>) a printable layer having a viewing surface and a printed surlacc, wherein an 

: ' image is printed on the printed surface, said printable layer comprising a transparent or 
translucent material; 

■ b) a metallic layer having an inner surface and an outer surface, said inner 

surface of Raid metallic layer providing a reflective sheen background, said reflective sheen 
background being visible through at least a portion of said printable layer, and said 
: • metallic layer being image- firco; and 

c) an adhesive layer adhered between the inner surface and the printed surface 
such that at least a portion of said metallic layer is visible through the printable layer. 

B. Tho Asserted R efere nces 
\ r _ Tho Otaki Reference 

Otaki discloses a hologram laminate and a hologram label (Abstract). More 
. : « \ specifically, Otaki discloses a hologram laminate comprising: "a substrate; ahologram 
. layer provided on tbc substrale through a first pressure sensitive adhesive layer; and a 
: ■ ' transparent film provided on the hologram layer through a second pressure sensitive 
: * . adhesive layer. (Abstract and ooL 4, Hues 55-60). The hologram of Otaki may be either a 
volume hologram or q rclieT hotogram (col. 1 5, lines 6-1 3). Otaki does not teach a metallic 
foil. The protective film of Otaki may be colored and transparent (col. 35, lines 1 2-13). 

^JEllQ^Coates Rejerenco 

Coales discloses a metallic hologram comprising an image formed and mounted on 
. a substrate using un adhesive (Abstract and col. 1, lines 31-32). The metallic hologram of 
Coalcs comprises a thin layer of metal, which is always formed and mounted on a substrate 
V (Abstract; col. 2, linos 8-10, 18-22, and 27-31). The metallic reflecting hologram of 

Cootes is prepared by use of a die having a holographic image thereon (coL 1 , lines 28-32). 
As such, Coalcs docs not teach any embodiment wherein the metallic hologram or metallic 
: • .; : .layer is not imaged or embossed. ; hi Coatcs further discloses that the metallic layer is 
' ' : necessarily very thin and is fabricated or deposited on a die or substrate which is then used 
»i for transferring purposes (col. 2, lines 5-1 1 and lines 42-49). Coales further discloses 
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methods, such as vacuum metallization, sputtering ami vacuum depositing the thin layer of 

• , metal directly on the die (col. 2, lines 6-7, 15-17, and 27-29). 

JjL.Kgq»/Lrj^^jLl ^£,£rijiiaJFq.dc O bvi ousncs s 

The Examiner has rejected, claims 1-5, 7-13 and 49 under § 103(a) as being prima 
facie obvious over Olaki in view of Coatcs. In addition, the Examiner has rejected claim 
1 4 and claims 36-48 as being prima facie obvious over Otaki in view of Coatcs. The 

■ Paleul nnd Trademark Office (PTO), through the Examiner, has the burden of establishing 
' wprima facie case or obviousness, /// re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596, 1598 

• (Fed, Cjr. 1998). To satisfy this burden, the PTO must meet the criteria set out in M.P.E.P. 
; ' § 7()6.02(j): 

[Tjhreo basic criteria must be met. First, Iherc must be some suggestion or 
r • * motivation, either in the references themselves or in the knowledge generally 

available to one of ordinary skill in the art, to modify the reference or to combine 
• reference tellings. Second, there must be a reasonable expectation of success. 

■ ' Finally, the prior ail reference (or references when combined) must teach or 

. surest all the claim limitations. The. teaching or suggestion to make the claimed 
' • combination and the reasonable expectation of success must both be found in the 

. prior ait and not based on applicant's disclosure. In re VaecK 947 R2d 488, 

1 20 USPQ2d 1438 (I»ec1. Cir, 1991), 

Moreover, the obviousness analysis must comply with the statutory scheme as 

■ explained by the Supreme Court in Graham v. John Deere Co., 383 U.S. 1, 17 (1966), 

" ' ' • namely, consideration must be given to; (t) the scope and content of the prior art, (2) the 
di fferences between Ihe prior art and the claimed invention, (3) the level of ordinary skill 
': : in the pertinent art, and (4) additional evidence, which may serve as indicia of non- 
..' ' , • obviousness. 

An excellent summary of how Ihe prior art must be considered to make a case of prima 
facie obviousness is contained in In re Khrrciah et ai, 220 U.S.P.Q. 504, 509-5 11 (CCPA 
! \ 1979), There the court stales that a reference must not be considered in a vacuum, but 

• lt ' against the background of the other references of record. It is stated that the question of a 
;• ! 4 " § 1 03 case is what the refcrencc(s) would "collectively suggest" to one of ordinary skill in 
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j (he art, However, the court specifically cautioned that the Examiner must consider the 
entirety of the disclosure made by the reference and avoid combining them 
indiscriminately. 

In finding that Ihc "subject matter as. a whole" would not have been obvious in 
Ehrreich the court concluded: 

"Thus* we [ire directed lo no combination of prior art references 
which would have rendered the claimed subject matter as a wbojc 
obvious to one of ordinary skill in the art at the time the invention 
was made. JMJEIO .has not shown the existence of al l the claimed 
l imitations j|i._lh^-firiQL art_J>r an y suggestion lea ding_to_Jhejj: 
comhimUon^ _by applicants." (underlining 

added) 

II has been widely recognized that virtually every invention is a combination of 

elements and that most, if not all, of these will be found somewhere in an examination of 

the* prior nrt f This reasoning lend the court, in Connell v. Sears, Roebuck & Co., 220 

U.S.V.Q. 193, 199 (Fed, Cir, 1983) lo state: 

"...It is common to fipd dements or features somewhere in the prior 
art- Moreover, most if not all elements perform their ordained and 
expected function. The test is whether the claimed invention asjt 
whole, in light of all the teachings of the references in their 
entireties, would have been obvious lo one of ordinary skill in the art 
at Ihc lime the invention was made/* (underlining added) 

With the above background in mind, Appellants contend that the Examiner has not 
met this bunion with respect to any of the claims on appeal Particularly, Appellants 
submit that the PTO has failed to show that each and every element of the claimed 
invention is contained in a single reference or a combination of references. Appellants 
now turn to a discussion of the Specific rejection at issue, and the references on which they 
ate based. 

3 JlJiaRejoctinn of Claims 1-5. 7-13 and 49 over Otaki in view of Coatcs 
Of this particular set orclaims, Claim 1 is independent and the remaining claims all 
depend from and are narrower in scope than claim 1 . Accordingly, Applicant directs the 
following remarks to Claim 1 and any and all claims depending therefrom. 



' I 
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' Independent Claim 1 requires a durable printed composite materia] as set forth 

above, wherein nt least one of the layers includes an additive confi gured fo r one _ of ligh t 
gaMi^ or vap or resis tance. The Examiner makes two distinct 

rejections concerning (his language. Bach rejection is discussed individually below. 

First, in the Advisory Action dated June 19, 2008, the Examiner asserts that "the 
limitation 'configured for one of light stabilization, liquid resistance, or vapor resistance' is 
drawn to intended use, and it has been held that a recitation with respect to the manner in 
wliich a claimed article is intended to be employed does not di flerentiatc the claimed 
article from a prior article satisfying the claimed structural limitations." In addition, the 
Examiner asserts that wt the claimed invention docs not expressly recite a light stabilizer 
additive, a liquid resistance additive or vapor resistant additive," 
. , Applicant disagrees with the Examiner on this issue, A claimed invention should 

be read iirlight of the specification. The invention of claim 1 recites '\ , . an additive 
configured for one of light stabilization, liquid resistance or vapor resistance" Applicant's 
^ : specification defines what is mfcani by "an additive configured for one of light 

stabilization, liquid resistance or vapor resistance/ 7 and the specification even lists specific 
lighL stabilization additives, liquid resistance additives and vapor resistance additives that 
fit within these categories, Accordingly, the Examiner's argument that the claimed 
: invention does not expressly recite a light stabilizer additive, a liquid resistance additive or 
vapor resistant additive cannot stand, 

Second, the Examiner alleges that Olaki discloses a colored transparent film 203 
(col., 35, line 1 2), and that the colorant used to make this layer colored is equivalent to the 
claimed pdriilivcs configured for light stabilization, liquid resistance and/or vapor 
/ resistance. See March 18, 2008 Office Action, page 2, paragraphs In response, 

Applicant has argued and maintains ihc position that the colorant of Olaki is not equivalent 
Lo the claimed additives. There is nothing in Olaki to teach or suggest that the colorant is 
also an additive configured for light stabilization, liquid resistance or vapor resistance. 
Despite there being nothing in Olaki lhat leaches or suggests that the colorant is also an 
• additive consistent with those claimed in Claim 1, the Examiner argues the colorant of 
* ' Otaki "inherently absorbs light having some wavelength, and by absorbing the light with 
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1 

: 

". ■ some wavelength the product Js protected from long term degradation from exposure to 
. light/' Sec March 18, 2008 Office Action, page 4, paragraph 7 (emphasis added). 

Applicant disagrees with Ihc Uxaminer's analysis and ultimate conclusion. The 
Examiner has based the rejection on a non-disclosed, inherent characteristic of the colorant 
in Otaki, Pursuant to MPEP §21 12(IV), the Examiner must provide rationale or evidence 
tending to show inherency. In addition, the evidence "must make clear that the missing 
descriptive matter is necessarily present in the thing described in the reference, and that it 
would be so recognized by persons of ordinary skill." In re Robertson, 169 F.3d 743, 745, 
49 USPQ2d 1 949, 1950-5 1 (Ucd. Cir. 1999). 

The Examiner hns not provided evidence in this case to show that the colorant of 
Otaki inherently "stabilizes" a composition when exposed to light, "resists liquid" or 
"resists vapor." liven if a colorant inherently absorbs light, it docs not follow that the 
absorption of light inherently stabilizes a composition from light exposure, resists liquid or 
resists vapor. The Examiner has stated that "the colorant of Otaki inherently absorbs light" 
and that by absorbing light the "product is protected from long term degradation from 
exposure to light." See June 1 9/2008 Advisory Action. The fact that a certain result or 
characteristic may occur or be present in the prior art is not sufficient to establish 
inherency of lhal result or characteristic, MPBP §21 12(1V) citing In rc Rijckaert, 9 R3d 
v 1531, 1534,28 US PQ2d 1955, 1957 (Fed, Cir. 1993), Thus, even if the colorant of Otaki 
might stabilize, resist liquid or resist vapor, it is nevertheless insufficient to support a 
rejection under 103(a) since Ihcse characteristics are not necessarily present in colorants, 
. , Seo> vq Robertson, 169 R3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999). It 
should be emphasized that there are thousands upon thousands of colorants, and each 
colorant is chemically different. Since ihc Examiner has based the rejection of Claim 1 on 
inherency without providing evidence tending to show inherency of the missing descriptive 
mailer, this rejection canncrt stand and should be withdrawn. 

As a further matter, the colorant of Otaki is not equivalent to the claimed additives 
} , configured for one of light stabilization, liquid resistance or vapor resistance. There is 

nothing in Otaki to teach or suggest that the colorant is also an additive configured for any 
of the claimed functions. Moreover, the present application distinguishes between 
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. t ]i different types of acid i Lives. For example, on page 8 beginning on line 1 5, the specification 
lists various types of additives includin g col orants , which are sepa rate and apart from light 
ja1ab|lt7 ^ra, liquid rc ^attcqqjdilivos and vap or resistance addi tives. The fact that these 
> ' . 1 additives' arc listed individually indicates that they are separate and distinct additives* and 

• ibsvl one of the additives does not necessarily possess the same characteristics as the other 
additives*. In fact, it is clear from the Applicant's specification that colorants /mp se would 
not qualify as this claim element, further distinguishing the claimed invention over the 
prior art. In other words, the Applicants have defined light stabilizers, liquid resistance 
additives and vapor resistance additives separately than their discussion of colorants. The 
Applicants* contemplated the use of colorants as additives separate from light stabilizers. 
Tints, a plain reading of the speci fiction undermines the very argument made by the 

; ; , Kxamincr that a colorant should be counted as a light stabilizer. 
' . . , More Spcci Really, light stabilization additives are not defined in the present 

specification as colorants, but rather arc described as materials such as hindered amines, 
;. UV absorbers, etc, Liquid resistance additives decrease the wetahility of the surface to 
' specific liquids, and vapor resistance additives include acrylonitrile copolymers and 
vinyhdene chloride popolymers, None of these elements arc colorants. Moreover, a 
/ colorant docs not inherently stabilize against light, resist liquid or resist vapor perse, 
' • " Accordingly, Olaki does not leach or snggest an additive configure d fo r one ofHght 
' \ stabili /.ationJiq uicl resistance, or vapor resistance, as defined by the Applicant. 

• Coates does not make up for this deficiency. In fact, Coates docs not teach or 

• suggest adding a colorant to the metal hologram, as is acknowledged by the Examiner on 

; Pago 3, paragraph 6 in the August 3 1 , 2007 Office Action. More importantly, Coates does 
not teach or suggest adding any additive to the layers of the hologram, let alone an additive 
' • ' • configured for one of light stabilization, liquid resistance, or vapor resistance, 

Accordingly, neither Olaki nor Coates alone or in combination leach or suggest the 
! claimed limitation of an additive configured for light stabilization, liquid resistance, and/or 
"vapor resistance* 
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3. ^CbiL^^^^tjp 11 J^.rC ^jj^ 11 QVPJ' Qteld in view of Coates 
A prima facie case of obviousness has not been presented for claim 14 for lack of 
teaching of each and every element of the claim. Specifically, neither Olaki nor Coalcs 
teach ;i melallic foil. A metallic foil, as commonly known, is an independent, thin sheet of 
seHrSUL^orting metal that is scparuLe niul distinct from the other layers (Application page 
7, lines 17-18). Chiim 14 specifically claims a metallic foil layer. Foils should not be 
confused with metallic layers that arc deposited on substrates, and which are not 
independent or self-supporting. 

Olaki teaches only a hologram, and therefore, docs not teach a metallic foil. Coatcs 
teaches metallic holograms comprising a thin layer of metal, which ig alwaysjbnpcdjmd 
. moun ted o n a subsirate (Abstract). Unlike the claimed foil, the metallic layer of Coatcs is 
necessarily very thin and is fabricated or deposited on a die or substrate which is then used 
for transferring purposes (See coh 2. lines 6-11). The methods of Coates, such as vacuum 
ilicli\lli7;ition, sputtering and vacuum. depositing the thin layer of metal, would not create^ 
foil (col 2, lines 6-7, 15 -17, and 27-29). The metal layers of Coatcs are not layers of foil, 
i.e., independent of the other layers and self-supporting metal, but rather arc always formed 
and mounted on a substrate (Abstract, and col. 2, lines S-10, 18-22, and 29-31). 

The Examiner argues lhal Iherc is nothing in Coates that suggests that the metal 
layer of Coiitcs is not self-supporting aflcr it has been formed. Respectfully, Applicant 
disagrees with the Examiner on this point. The fact that the metal layer of Coates is 
always formed and mounted on a substrate is evidence that it is notjn dependent fromjhe 
substriUe and is also evidence that it is either too t hin or not c ohesi ve enough to support 
itself, and thereby does not qualify as a metallic foil. In addition, Coatcs expressly teaches . 
extreme thinness of the metal hologram, and even states lhat: 

"[TJhis thinness is necessary. because the metal surface which was not in 
; contact with the die surface will ultimately be the reflective holographic 

surface; and if the metal "is much thicker, it will not adequately reproduce 
the detailed topology of the holographic master from which the die was 
l). • fabricated;' (col. 2^ lines 42-49). 

• Contrary to the Examiner's position, Applicant submits that the facts discussed above 
do suggest that the metallic layer of Coatcs is not self-supporting after it has been formed. 
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' , ■! ■ \ . The lixfuninur argues that Coates is combined with Otaki to teach the use of a metallic 
4 : ' j ' [. : -hologram layer and not to teach the thickness of the hologram layer. Regardless of the 
purpose in combination, neither Coates nor Otaki teach a metallic foil. To reiterate, a 
. ! ' metal foil is a layer that is independent and self-supporting The procedures and methods 
; . ; taught in Coatcs necessarily prevent formation of a metal or holographic layer that is either 

Imdgjcndcrt As such, Coates does not teach a metal foil. 

| , As neither Coates nor Otaki teach a metallic foil layer, they do not teach each and 

| : every element cither alone or in combination. Therefore, withdrawal of the rejection is 

; j . requested 

■ i 11 

; ! i 4. The R ejection of Claims 36-48 over Otaki in view of Co ates 

• ! ; • , A prima fade case of obviousness has not been presented for claims 36-48 for lack 
: ' [ \ \ * oT teaching each and every element of the claim. Specifically, neither Otaki nor Coates 

| , teaches an i nmge- free \ not all io , layer, as is required in independent claim 36, In fact, Otaki 

j ' does not even teach a melal hologram, as is acknowledged by the Examiner on Page 7 of 

i * 

: | , the March 1 8, 2008 Office Action. Accordingly, without a metal hologram, Otaki cannot 

, , . . j ; • possibly have a n ima ge free metalli c layer ., 

i / ' Coates does not make up for this deficiency. The Examiner alleges that the 

; ' ! : jTKstallic layer pf Coates is not imaged or embossed at all times. Tn response, Applicant 

submits Umt Coates docs tench a metallic layer, but the metallic layer of Coates is always a 

: ■ ; metallic hologram. A hologram is generally known and accepted as a type of image, and 

' ■ ' i , ' ' ; thus by its very nature a metallic hologram comprises tin image, Moreover, Coatcs 

: . | ' : ■ : expressly leaches an image replicated into a metallic film (coh I, lines 31-32), Therefore, 

■ ■ the metallic layer of Coates is not im a^ze-free , 

• , " ,! ■ 

\ ' j " ' In support of his argument that the metallic layer of Coates is image-free at times, 

■ ' : \» t the Examiner references coL 2, lines 5-15 of Coates, which describe one method of 

.!'■/ • fabricating the metal hologram. The method described is that of vacuum depositing a 

. ,t " mclal layer directly on the die, Despite the Examiner's allegation that there is a point 

• . t , during this process whereat the metallic layer is not imaged or embossed, this physically 
, < ; \, r . ; cannot be the case in view of the following considerations. 

i , 

> 

! 

!•' * 
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[ ■ Coales expressly leaches in llic summary and detailed description (col. 1 , line 55- 

' : " col. 2, line 4) that the melallic reflecting hologram is prepared by use of a die having a 
' ! ■' : holographic image formed iri the embossing surface thereof. In all embodiments taught in 
1 ' . Coates, the die used i n connection with preparing the metallic reflecting hologram 

comprises an image thereon. The image is the result of a "pattern of raised areas and 
valleys which are a. holograph of the object being holographed" (col. 1 , lines 67-68). Thus, 
\ the die comprises an image thereon. At the moment that the metal layer is applied to the 

• die, which occurs via vacuum dcposilion in the embodiment cited by the Examiner, die 
\ metal layer takes ihe holographic image of the die. As such, Coates does not teach any 
: ' • .embodiment wherein the metallic layer is not imaged or embossed. 

As neither Coates nor Otaki teach an image-free metallic layer, they do not teach 
• each and every clement cither aloitc or in combination. Therefore, withdrawal of the 

i 

rejection is requested. 
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• ° • " I) . Conc lusion 

; , Appellants respectfully submit that the claims on appeal as set forth in the Appendix 
, arc palenlably distinct from the asserted prior art references. Particularly, the present 

claims are not obvious over Olaki in 'view of Coatcs. The combination of Otaki and Coates 
. does not teach each and every clement of the presently claimed invention within Ihe 
meaning of 35 U.S.C, § 1 03(h). For this reason, Appellants respectfully requests that the 
Board of Appeals reverse the rejection and remand ihe case to the Examiner for allowance, 



Dated this 4 lh day of September, 200 
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Attorney for Appellants 
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On Behalf Of: 
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: ; yiu,, claims append ix 

1 , (previously presented) A durable printed composite material, comprising: 

a) a printable layer having a viewing surface and a printed surface, wherein an 
image is printed on the printed surface, said printable layer comprising a transparent or 
translucent material said printable layer including an ink-receiving layer; 

b) a metal lie layer having an inner surface and an outer surface, said inner surface 
. of said metallic layer providing a reflective sheen background, said reflective sheen 

• • background being visible through at least a portion of said printable layer; and 

c) an adhesive layer adhered between the inner surface and the printed surface 
such that at least a portion of said metallic layer is visible through the printable layer 

wherein at least one of the layers includes an additive configured for one of light 
. stabilisation, liquid resistance, or vapor resistance. 

2. (original) The material of claim 1 , wherein said metallic layer comprises a reflective 
« , : - metal selected from the group consisting of aluminum, silver, indium, zinc, chromium, 

nickel, gallium, cadmium, palladium, molybdenum, gold, copper, rhodium, niobium and 
composites or alloys thereof. 

. .'. 3. (original) The material of claim 2, wherein said metallic layer comprises aluminum. 

4, (original) The material of claim 1 , wherein said metallic layer further comprises a 
colorant. 

. 5. (original) The material of claim 1, wherein said metallic layer is a metal foil having 

a thickness of from about 0.01 pm to about 5 p,m. 

6, (cancelled). 

• 7. (original) The material of claim 1 , wherein the printable layer is transparent. ' 
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! ■ ; 8. (original) The material of claim 7, wherein the printable layer is polyethylene 
turcphthalnte. 

9. (original) The material of claim 1, further comprising a protective layer bonded to 
the outer surface of the metallic layer, 

10. (original) The material of claim 9 5 wherein the protective layer comprises a 
, polymer selected from the group consisting of acrylic, epoxy, and mixtures thereof 

1 1 . (original) The material of claim 9, wherein the protective layer has a thickness of 
from about 0,5 \m to about 100 p.vn. 

12. (original) the material of claim 1 , wherein the durable printed composite material 
J has a thickness of from about 50 |xm to about 250 urn. 

13. (original) The materia! Qf claim I, wherein the durable printed composite material 
in llexiblc. 

' 14, (previously presented) A durable printed flexible composite material, comprising: 

a) a printable layer having a viewing surface and a printed surface, wherein an 
, ' image is printed on the printed surface, said printable layer comprising a transparent or 
translucent materia]; 

• ■ b) a metallic foil layer having an inner surface and an outer surface, said inner 

surface of said metallic foil layer providing a reflective sheen background, said reflective 
. sheen background being visible through at least a portion of said printable layer; 

c) an adhepivo layer adhered between the inner surface and the printed surface; 

and 

tl) a protective layer adhered to the outer surface of the metallic layer; 
wherein the durable printed composite material has a thickness of from about 50 
pm'lo about 250 pm< 
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15. (withdrawn) A method or forming a durable printed composite material, 
, • ' : comprising steps of: 

■'i a) reverse printing an image on a printable layer to form a printed surface, said 

. 1 ' printable layer comprising a transparent or translucent material; 

b) providing a pielatlic layer having an inner surface and an outer surface; 

c) adhering the printed surface to the inner surface of the metallic layer; 

and 

d) applying heat and pressure to the metallic Jaycr, 

; wherein said inner surface of the metallic layer is at least partially visible through the 
; printable layer, 

16, (withdrawn) The method of claim 15, wherein the step of reverse printing is 
accomplished by a printing technique selected from the group consisting of ink-jet, laser, 

/; ; ; , electrostatic,. offset, gravnre, and liquid electrophotography. 

i 

I " ' 17. (withdrawn) The method of claim ! 6, whcreiii the step of reverse printing is 

: , • ,: , accomplished by ink-jet or laser priming, 

1 S, (withdrawn) The method of claim 1 5, wherein heat and pressure is applied using a 
heated roller. 

J 9, (withdrawn) The method of claim IS, wherein the metallic layer is a metal foil 
comprising a metal selected from the group consisting of aluminum, silver, indium, zinc, 
• • ' chromium, nickel, gallium, cadmium, palladium, molybdenum, gold, copper, rhodium, 
niobium and composites or alloys thereof 

: ' 20. (withdrawn) The melliod of claim 19, wherein the metal foil is aluminum. 

' • I 

* 21. (withdrawn) The melliod of claim 15, wherein the metallic layer furLhcr comprises 

Y a colorant. 
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-t 'i ' ; ' 22. (withdrawn) The method of claim 15, wherein the printable layer is transparent. 

; ' ;\ ' '23. (withdrawn) Tho method of claim 1 5, further comprising a protective layer bonded 
" / to (he outer surface of the metallic layer. 

' .24, (withdrawn) A system for forming a durable printed composite material, 
' comprising: 

u) a printable layer comprising a transparent or translucent material, said 

• : • printable layer including a printable surface configured for receiving a printed image; and 

b) a reflective metallic hiyer having an inner surface and an outer surface* said 
I ! inner surface being configured for adhering to the printable surface, 

' ' ' . ' . 25, (withdrawn) The system pf claim 24, further comprising a printer configured for 
, reverse printing qn imago on the printable surface, 

! ; '■ 26. (withdrawn) The system ofclaim 25, further comprising a contacting mechanism 
• ' ' configured for receiving said printable layer and said reflective metallic layer and applying 

; ; * heat and pressure sufficient to adhere the inner surface of the reflective metallic layer to 
.; \ ■ the printable surface of the printable layer. 

,.' ( '. ; 27. (withdrawn) The system o f claim 26, wherein the printer and contacting 
' mechanism arc integrated as o. single unit. 

' ' 28. (withdrawn) The system of claim 26, wherein said contacting mechanism includes 

1 ! a heating clement selected from the group consisting of a heated roller, a ceramic heater 

• ».. * element, and Ihenual prhUhcad elements, 

1 : 29, (withdrawn) The system ofclaim 26, further comprising a preheater configured for 

. : healing ol least the reflective metallic layer, said preheater configured to be used prior to 

: , \ ; < . tlje contacting mechimisiu. 
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\ 30, (withdrawn) The system of claim 26, farther comprising a dryer configured for 

drying the image prior to applying heat and pressure. 

31 . (withdrawn) The system of claim 24, wherein said reflective metallic layer is. a 
metallized (hermit] transfer overcoat having a protective layer bonded to the outer surface 
of the metallic layer. 

32, (withdrawn) The system of claim 31, wherein said metallic layer comprises a 

: - metal selected from the group consisting of aluminum, silver, indium, zinc, chromium, 

nickel, gallium, cadmium, palladium, molybdenum, gold, copper, rhodium, niobium and 
composites or alloys thereof 

„ : , 33, (withdrawn) The system of claim 32, wherein the metallic layer comprises 
aluminum. 

34. (withdrawn) The system of claim 24, wherein the durable printed composite 
material, once formed, hits a thickness of from about 50 yim to about 250 ^uti. 

35. (withdrawn) The system of claim 24, wherein the durable printed composite 
, material, once formed, is llexible, 

36. (previously presented) A durable printed composite material, comprising: 

a) a printable layer having a viewing surface and a printed surface, wherein an 
image is printed on the printed surface, said printable layer comprising a transparent or 

; translucent material; 

b) a metallic layer having nu inner surface and an outer surface, said inner 

: \ ' ! surface of snid metallic layer providing a reflective sheen background, said reflective sheen 
background being visible through at least a portion of said printable layer, and said 
" , I 'metallic layer heing image-free; and 
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. , V '[ [ " c) an udbesivo layer adhered between the inner surface and the printed surface 

/ \ such (hat al least a portion oFsaid metallic layer is visible through the printable layer, 

: ;* 37, (previously presented) The material of claim 36, wherein said metallic layer 

': ' '• comprises a reflective n ictal selected from the group consisting of aluminum, silver, 

indium, zinc, chromium, nickel, gallium, cadmium, palladium, molybdenum, gold, copper, 
• ; ' rhodium, niobium and composites pr alloys thereof 

38. (previously presented) The material of claim 37, wherein said metallic layer 
comprises aluminum, 

k 1 . 39. (previously presented) The material of claim 36, wherein said metallic layer 

4 further comprises a colorant. 

, ' 1 i ■ ■ 40. (previously presented) The material of claim 36, wherein said metallic layer is a 

. ; t * • metal foi I having a thickness or from about 0.01 urn to about 5 fim. 

• : : 41. (previously presented) The material of claim 36, wherein the printable layer 

' comprises a member selected from the group consisting of polyesters, cellulose esters, 

. ; 1 . polynmklcs, polycarbonates, polyimides, polyolefins, polysulfonamides, and composites or 

. mixtures thereof. 

' 42, (previously presented) The material of claim 36, wherein the printable layer is 

, ( • ; , transparent, 

'; 43. (previously presented) The material of claim 42, wherein the printable layer is 

• polyethylene lcrcphlhalatc. 

| , j ■ 44, (previously presented) The material of claim 36, further comprising a protective 

? ; ' layer bonded to the outer surface of the metallic layer. 
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: 45. (previously presented) The material of claim 44, wherein tho protective layer 
comprises a polymer selected from the group 'consisting of acrylic, cpoxy, ami mixtures 
thereof, 

46. (previously presented) The material of claim 44, wherein the protective layer has a 
thickness of from about 0.5 pm to about 1 00 pm. 

47. (previously presented) 'I he material of claim 44, wherein the durable printed 
composite material has a thickness of from about 50 pm to about 250 pm. 

48. (previously presented) The material of claim 36, wherein the durable printed 
composite material is flexible. 

• 49. (previously presented) Tho material of claim 1, wherein the printable layer 
comprises a member selected from Ihc group consisting of polyesters, cellulose esters, 
polyamides, polycarbonates, polyimides, polyolefms, polysulfonamides, and composites or 
mixtures thereof. 
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NONE 
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&1RKLAT11P, PROC.KBDINOS APPfeNDIX 
NONE 
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